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(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

! Application for patent filed August 25, 1994,
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exam ner’s final rejection of clains 1 through 14, which are
the only clains in this application.

According to appellants, the invention is directed to a
met hod of controlling the deconposition tenperature of an
organosi |l i con conpound by addi ng an organotin compound in
order to inprove the | aydown of silicon upon netal surfaces
(Brief, page 2). Illustrative claiml is reproduced bel ow

1. A nethod of pronoting the deconposition of an
organosi | i con conpound, said organosilicon conpound havi ng a
deconposition tenperature required to achieve a given
per cent age deconposition, in a process for depositing silicon
upon a netal surface, said nethod conprising the steps of:

adm xi ng with said organosilicon conmpound an organotin
conmpound in an anount effective to | ower said deconposition
tenperature of said organosilicon conpound to a reduced
deconposition tenperature required to achieve said given
per cent age deconposition to forman adm xture; and

contacting said adm xture with said netal surface at said
reduced deconposition tenperature to thereby deposit silicon
t her eon.

The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:

Porter et al. (Porter) 4,692, 234 Sep. 8, 1987

Claims 1 through 14 stand rejected under 35 U.S.C. § 103
as unpatentable over Porter (Answer, page 3, citing the fina

rejection dated Mar. 21, 1995, Paper No. 5). W reverse this
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rejection for reasons which follow
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OPI NI ON

The exam ner finds that Porter discloses the application
of organotin compounds wi th organosilicon conpounds to netal
substrates in order to prevent coke deposition on the netal
surfaces of thermal cracking reactors (Final Rejection, page
3, citing Porter, colum 2, lines 35-36; 68-69; columm 3,
l'ines 38-44; 38[sic]-65; colum 5, [ine 58-colum 6, |ine
8). The exam ner states that Porter teaches the inprovenent
obt ai ned by addi ng organotin conpounds to the organosilicon
(Ld., citing Porter, Table 1, colum 9, |ines 40-45).

The exam ner concl udes that, since applicants do not
performany different process steps than the reference, the
result observed “nmust be inherent in the Porter process.”
(1Ld.). Al though the exam ner does not nention inherency in
the Answer, the exam ner arrives at the sane concl usion:

Porter as well as the Appellant adds the two
conpounds and apply the m xture to cracking
equi pnent surfaces, to prevent coke deposition
[ Rl egardl ess of the nunber of given variables the
appel l ants define, they enploy the sane steps as
t hey did in the Porter reference. (Answer, pages 3-
4) .
Apparently the exam ner is basing this conclusion on the

prem se that, since the steps in the clains and the prior art

4



Appeal No. 96-1770
Application No. 08/296, 307

are the sane, the results nmust inherently be the sane. 1In re
Sussman, 141 F.2d 267, 269-70, 60 USPQ 538, 540-41 (CCPA

1944); Ex parte Marhold, 231 USPQ 904, 905 (Bd. Pat. App. &

Int. 1986) (Since the steps are the sanme, the results nust
i nherently be the sane unless they are due to conditions not
recited in the clains).

Appel | ants argue that Porter does not teach the nethod
steps for controlling the deconposition tenperature and
per cent age deconposition of organosilicon (Brief, page 6).
Appel l ants further argue that the exam ner has ignored the
tenperature and deconposition [imtations of the clains
(Brief, page 12). The initial burden of establishing

unpatentability rests with the examner. [In re Qetiker, 977

F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992).

“I nherency, however, nmay not be established by probabilities
or possibilities. The nere fact that a certain thing may
result froma given set of circunstances is not sufficient.

[Ctations omtted].” 1n re Robertson, 169 F. 3d 743, 745,

49 USPQ2d 1949, 1951 (Fed. Cir. 1999). 1In fact, the exam ner
admts that Porter does not disclose that the deconposition
tenperature of the organosilicon is reduced by the addition of
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t he organotin compound (Final Rejection, page 3). The
exam ner nerely reiterates that the steps of Porter and the

clai ms on appeal are the sane (Answer, page 4).
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In our view, the exam ner has not established that the
process steps of the clains on appeal are the sane as the
steps disclosed by Porter. The nethod of appealed claim1l
requires that the adm xture of organosilicon and organotin is
contacted with the nmetal surface “at said reduced
deconposition tenperature . . ." to thereby deposit silicon
thereon. The exanminer has failed to point to any disclosure
or teaching in Porter of contacting the adm xture of conpounds
at a reduced deconposition tenperature. Although not
di scussed by the exam ner, Porter does disclose that the
antifoul ant adm xture is applied to the netal surface and then
treated by heating to 700EC. in air for one mnute “to

deconpose the antifoulant to its oxide . (colum 8,
lines 30-36). However, Porter teaches the sanme deconposition
tenperature for the organosilicon conpound per se as used for
the organosilicon and organotin adm xture (see Exanple 1 in
colum 8, solutions C and D). Even if there was evidence of
record as to the deconposition tenperature of the
organosi |l i con conpounds (specifically tetraethylorthosilicate,
see solution €, this disclosure by Porter of the sane

treating tenperature for organosilicon conpounds and the
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or ganosi |l i con-organotin adm xture woul d not have suggested the
“reduced deconposition” tenperature limtation required for
the organosilicon-organotin adm xture in the nmethod of the
clains on appeal. Therefore the exam ner has failed to
establish that Porter provides any disclosure or teaching of
enpl oyi ng a reduced deconposition tenperature for the
or ganosi |l i con-organotin adm xture as required by claim1 on
appeal .

In addition to the Iimtation regarding a reduced
deconposition tenperature found in claim21 on appeal, the
nmet hod of claim8 on appeal requires a step of “defining said
gi ven percentage deconposition . . . .” The exam ner has not
presented any evi dence or pointed to any disclosure or
teaching in Porter that woul d have shown or suggested this
limtation.

For the foregoing reasons, we determ ne that the exam ner

has failed to establish a prinma facie case of obvi ousness.

Accordingly, the examner’s rejection of clains 1-14 under 8§

103 as unpatentabl e over Porter cannot be sustained.
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The deci sion of the examner is reversed.

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OVENS APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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